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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C
8§ 134 fromthe examner’'s rejection of clainms 1-3 and 5,

whi ch constitute all the clains remaining in the application.

The di scl osed invention pertains to an inproved
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st et hoscope.

Representative claim1l is reproduced as foll ows:

1. A stethoscope including an ear piece for detecting
sounds, conpri sing:

a chest piece including a body having ends, further
having a bore therein, running fromone end to another end,
and detachabl e di aphragm structures and bell conponents,
wherein the di aphragm structures and bell conponents include
di aphragm structures and bell conponents of varying sizes so
that the stethoscope nay be used with infants, or with adults,
connectabl e to each end of the chest piece;

a revol vabl e val ve stem havi ng ends, di sposed
partially within the chest piece, so that one end of the valve
stemis within the chest piece and a single portion of the
val ve stem protrudes fromthe chest piece, the valve stem
havi ng neans for transmtting sounds detected by the diaphragm
structures and bell conmponents from one end of the valve stem
to the opposite end of the valve stem

a single sound conducting tube having a range of 40 to
44 gramwal | tubing connected at one end to the ear piece and
at the other end to the portion of the revol vabl e val ve stem
whi ch protrudes from said chest piece.

The exam ner relies on the follow ng references:

Tynan (Tynan ’ 087) 2,233, 087 Feb. 25, 1941
Tynan (Tynan ’ 827) 2,513, 827 July 04, 1950
Sm thline 2,719,594 Cct. 04,

1955

Tynan (Tynan ’ 989) 2,722,989 Nov. 08, 1955
Kebel 3, 035, 656 May 22, 1962
Nel son 4,239, 089 Dec. 16, 1980

The adm tted prior art (Sprague).
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Clains 1-3 and 5 stand rejected under 35 U. S.C. § 103.
As evi dence of obviousness the exam ner offers Smthline,
Kebel , Tynan 989 or Tynan ' 827 in view of Sprague, Nelson or
Tynan ' 087.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the briefs along with the exam ner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 1-3 and 5. Accordingly, we reverse.
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Appel I ants have indicated that for purposes of this
appeal the clainms will all stand or fall together as a single
group [brief, page 5]. Consistent with this indication
appel | ants have nade no separate argunments with respect to any
of the clains on appeal. Accordingly, all the clains before

us will stand or fall together. Note In re King, 801 F.2d

1324, 1325, 231 USPQ 136, 137 (Fed. Gr. 1986); In re
Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cir. 1983).
Therefore, we will consider the rejection against independent
claim1l as representative of all the clains on appeal.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@d 1596, 1598 (Fed. G r. 1988).
In so doing, the exam ner is expected to nmake the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nmust stem
fromsone teaching, suggestion or inplication in the prior art
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as a whol e or know edge generally avail able to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc.,
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776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

deni ed, 475 U. S. 1017 (1986); ACS Hosp. Sys., lnc. V.

Mont efi ore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prim facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. Cr. 1992). If that burden is net,
the burden then shifts to the applicant to overcone the prim
facie case with argunent and/or evidence. Cbviousness is then
determ ned on the basis of the evidence as a whole and the

rel ati ve persuasi veness of the argunents. See Id.; Inre
Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. G r

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). Only those argunents actually made
by appel | ants have been considered in this decision.
Argunents which appellants coul d have made but chose not to
make in the brief have not been considered [see 37 CFR
§ 1.192(a)].

Wth respect to representative, independent claiml1,
the exam ner applies two alternative rejections. First, the
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exam ner finds that Smthline, Kebel, Tynan ' 989 or Tynan ' 827

each
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teaches a stethoscope using well known tubing which includes
42 gramwal | tubing. Sprague, Nelson and Tynan ' 087 are each
cited to teach stethoscopes having di aphragm structures and
bell conponents of various sizes. The exam ner indicates that
it would have been obvious to the artisan to conbi ne these
t eachi ngs [answer, pages 4-5]. Second, the exam ner notes
that the preceding rejection may be deened not to teach the 42
gramwal |l tubing. The exam ner finds that this particular
type of tubing would have been an obvi ous design expedi ent
[id., pages 5-6].

Appel l ants argue that neither Smthline, Kebel, Tynan
"989 nor Tynan ' 087 teaches using a 40-44 gramwal |l tubing.
Appel l ants al so dispute the exam ner’s assertion that the use
of such tubi ng woul d have been obvi ous within the neani ng of
35 U.S.C. §8 103. Appellants argue that the exam ner has not

establi shed a proper prima facie case of obvi ousness.

Appel lants also filed two declarations under 37 CFR 8§ 1.132 in
support of their argunent that the selection of 40-44 gram
wal | tubing was not the result of routine experinentation
[ brief, pages 7-10].

The exam ner responds that Smthline, Kebel, Tynan
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'989 and Tynan ' 827 do not specify any weight for their
respective tubings. The exam ner finds that these disclosures

enconpass al
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wel I known and sized sound conducting tubes including 42 gram
wal | tubing. Alternatively, the exam ner finds that there is
no evi dence that 40-44 gramwall tubing was not the result of
routi ne experinentation or that 40-44 gramwall tubing is
critical to the invention. Wth respect to the declarations
filed under 37 CFR 8§ 1.132, the exam ner finds that these
decl arations do not provide evidence of unexpected results
[ answer, pages 6-9].

We agree with the position argued by appellants.
First, appellants are correct that there is no specific
di scl osure of 40-44 gramwall tubing in either Smthline,
Kebel , Tynan 989 or Tynan ' 827. The nobst that these
references disclose is that the stethoscopes disclosed therein
use conventional rubber tubing. There is no indication of
what is conventional rubber tubing for a stethoscope. The
Thorne Declaration states that nost single tube stethoscopes
use industry standard “Y” shaped PVC tubing of approximtely
30-32 granms of weight [paragraph 4]. This evidence is not
contested by the examner. The Wells Declaration details what
appel l ants argue is the extensive experinmentation perforned to
find that 40-44 gramwall tubing provided the best results.
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The examner’'s rejection is tantanmount to a finding of
obvi ousness because it was “obvious to try” 40-44 gram wal |
tubing. “Obvious to try” is permtted within 35 U S.C
8§ 103 as long as the prior art provides a reasonable

expectation of success. Inre OFarrell, 853 F.2d 894, 7

UsPd 1673 (Fed. G r. 1988). A reasonabl e expectation of
success has to be based on a limted nunber of possibilities
and an expectation that the nodification would achieve the
results obtained. There is no evidence on this record of
whet her 40-44 gram wal | tubing was conventional for any
application. There is also no evidence on this record of the
known properties of 40-44 gramwall tubing or when its use
woul d be desirable.

The exam ner’s concl usi on of obviousness is based on
not hi ng nore than the exam ner’s bare opinion that it would
have been obvious to select 40-44 gramwall tubing for use in
a stethoscope. The Wells Declaration challenges the
examner’s belief that the invention resulted fromroutine
experinmentati on.

Therefore, on this record, the exam ner has failed to

establish a prima facie case of the obvi ousness of the clai ned
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i nvention. The exam ner nust provide sone evidence that would

have |l ed the
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artisan to select 40-44 gramwall tubing for a stethoscope as
claimed. Such evidence is lacking on this record.
Because the exam ner has failed to establish a prima

facie case of the obviousness of the clained invention, we do

not sustain the examner’s rejection of the appeal ed cl ai ns.
Therefore, the decision of the examner rejecting clains 1-3
and 5 is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
STUART S. LEVY )

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

HOWARD B. BLANKENSHI P
Adm ni strative Patent Judge
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